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COXWAY P. COE VS. REMINGTON RAND, INp. 

a Supreme Court of the District of Columbia 

At Law No. 86303 


Remington Rand, Inc., petitioner 

vs. 

Conway P. Coe, Commissioner of Patents, respondent 


United States of America, 

District of Columbia , ss: 

Be it remembered, that in the Supreme Court of the District of 
Columbia, at the City of Washington, in said District,! at the times 
hereinafter mentioned, the following papers were filed jand proceed¬ 
ings had, in the above-entitled cause, to wit: j 


Petition for writ of mandamus 
Filed September 26, 1935 

j 

In the Supreme Court of the District of Columbia 

At Law No. 86303 

Remington Rand, Inc., petitioner 

vs. v 

Conway P. Coe, Commissioner of Patents, respondent 


To the honorable Judges of the Supreme Court of the District of 
Columbia: 

Your petitioner, Remington Rand, Inc., presents this petition and 
prays that this Court issue a writ of mandamus directed to Conway 
P. Coe, as Commissioner of Patents of the United States, ordering 
and directing said respondent to enter an amendment filed by peti¬ 
tioner on or about September 20. 1934, to the specification of the 
application for Letters Patent of William W. Laske^ Serial No. 
681333, together with certain amended drawings presented by peti¬ 
tioner refused entry by the Commissioner on or about July 7, 1935, 
and to re-examine the said application in the light of said amend¬ 
ment. 

The grounds of this petition are as follows : 

1. Petitioner, Remington Rand, Inc., is a corporation,!duly organ¬ 
ized and existing under the laws of the State of Delaware, having its 
principal place of business at Buffalo, New York, and is the owner 
of the entire right, title, and interest in and to an application for 
Letters Patent filed by William W. Lasker in the United States 
Patent Office on or about December 18, 1923, on an invention disclos¬ 
ing new and useful improvements in “ Sub and Grand Total Mech¬ 
anism” and that said assignment is duly recorded in;the United 
States Patent Office; 

•2 2. That respondent, Conway P. Coe, is Commissioner of 

Patents of the United States, maintaining his official resi¬ 
dence within the District of Columbia, and is sued as Commissioner 
of Patents of the United States. 


i 
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3. That heretofore and on or about December 18, 1923, William 
W. Lasker did make application for United States Letters Patent, 
Serial No. 681333 duly complying with all the statutes and rules of 
the Patent Office in such cases made and provided. 

4. That the invention of the said application as duly filed in the- 
United States Patent Office was in part disclosed, set forth, and de¬ 
scribed by descriptive matter forming the specification of the afore¬ 
said application and in part set forth, disclosed, and described by 
cross reference to earlier but then pending patent applications of 
petitioner's assignor, William W. Lasker and others, which earlier 
applications disclosed prior art structures with which the apparatus 
set forth was to be combined and to form part thereof; that said 
application was duly prosecuted by petitioner and is now pending 
in the United States Patent Office, the file wrapper and contents of 
said application being attached hereto as Exhibit A. 

5. That on or about September 9, 1930, United States patent 
No. 1775132 was issued to Clair D. Lake and Frederick A. Storey 
on an application Serial No. 55247, filed on or about September 10, 
1925, for “Tabulating Machine”, which patent included claims 
drawn to and dominating the structure disclosed in the aforesaid 
application of William W. Lasker, Serial No. 681333 which consti¬ 
tuted a prior invention made by the said William W. Lasker and 
now owned by petitioner. 

6. That on or about December 28, 1932, Interference No. 65360 
was declared in the United States Patent Office by the Commis¬ 
sioner of Patents between claims 1, 3, 48, 57, and 63 of the 

3 said Lake and Storey patent No. 1775132 and corresponding 
claims presented by petitioner in the aforesaid application of 
William W. Lasker, Serfal No. 681333, as disclosed by the declara¬ 
tion of interference attached hereto as Exhibit B. 

7. That on or about April 14, 1933, petitioner, by its attorney,, 
presented a motion to amend in compliance with the rules then 
existing in the Patent Office for the purpose of adding claims 2, 4, 
17, 19, 20, 54, 55, and 56 of the said Lake and Storey patent No. 
1775132 to the issue of said interference No. 65360 attached hereto 
as Exhibit C. 

8. That on or about May 26, 1933, the said Lake and Storey, by 
their attorney, presented before the Examiner of Interferences a 
motion to dissolve the said interference No. 65360, attached hereto 
as Exhibit D, contending that the said Lasker application failed 
to support the issues of the interference. 

9. That on or about December 26, 1933, the Examiner of Inter¬ 
ferences denied the petitioners motion to add the claims presented 
in its motion to amend as additional counts of the said interference,, 
and granted the motion of Lake and Storey to dissolve the inter¬ 
ference as to the then existing counts, this decision being attached 
hereto and identified as Exhibit E. 

The Examiner of Interferences in this decision sought to justify 
his conclusions on the ground that a device built as suggested by 
petitioner, involving a combination of the structure specifically set 
forth and described in the said Lasker application No. 68133 with 
the structure of the earlier cross-referenced applications specifically 
identified in the said application would represent a hypothetical 
device not appearing in the disclosure of the aforesaid application,- 
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and that it was not apparent how such a machine could be 

4 evolved from the teachings of said application, and that there 
^ was no direct suggestion in the Lasker application of the 

specific device urged by petitioner as being within the teachings 
of the said application. 

10. That on or about January 11, 1934, petitioner, through its 
attorney, presented to the Examiner of Interferences a petition for 
rehearing on the above identified motions and that oh or about 
January 22, 1934, the Examiner of Interferences denied said motion 
for rehearing in a decision attached hereto and marked “ Exhibit F.” 

11. That on or about April 21, 1934, petitioner, by its attorney, 
filed an appeal to the Board of Appeals of the United States Patent 
Office, as authorized by the then-existing rules and statutes, from the 
said decision of the Examiner of Interferences, and which appeal is 
attached hereto and marked “Exhibit G 7 ‘; and that oil or about 
July IT, 1934. the Board of Appeals of the LTiited States Patent 
Office affirmed the decision of the Examiner of Interferences, its 
opinion being attached hereto and marked Exhibit H. 

12. That subsequent to the aforesaid decision of thej Board of 
Appeals, and on or about August 15, 1934, the Primary Examiner of 
the LTiited States Patent Office rejected claims 14 to 26 of the afore¬ 
said application of William W. Lasker, Serial No. 681333, assigned 
to this petitioner, on the grounds and for the reasons stated in the 
decisions of the Examiner of Interferences and the Board (if Appeals 
in the said interference No. 65360, which claims constituted the 
issues of said interference and had been copied from the' Lake and 
Storey Patent No. 1775132 with the approval of the Coihmissioner 
of Patents. 

13. That on or about September 20.1934, petitioner, by its attorney, 
filed an amendment in the said application of William W. 

5 Lasker, Serial No. 681333 that then had the status pf a pend¬ 
ing application in the United States Patent Office P in which 

it sought to add to the specification of the said application subject 
matter copied from the prior applications cross-referenced and re¬ 
ferred to in the said application, together with certain figures of the 
drawings taken from the said cross-referenced applicatibns which 
petitioner submits had always been and were then to be itreated as 
incorporated into and forming a part of its application, as filed, 
by reason of specific cross-reference thereto. j 

" 14. That on or about February 20, 1935, the Primary Examiner 
of the United States Patent Office, contrary to the existing rules 
and statutes, and without authority, refused to enter for Considera¬ 
tion the aforesaid amendments to the specification and alk> refused 
to admit or enter the accompanying additional drawings, alnd in this 
action finally rejected claims 14 to 26 corresponding to claims of 
the Lake and Storey patent No. 1775132 which had constituted 
counts of the said interference #65360. 

15. That on or about March 8, 1935, petitioner, by its attorney, 
filed a request in the United States Patent Office again urging that 
the Primary Examiner enter the aforesaid amendments to the speci¬ 
fication and admit the additional drawings accompanying said 
amendment, and that on or about March 22, 1935, the Primary 
Examiner, without authority and contrary to law. arbitrarily re¬ 
fused to enter the said amendments to the specification or: to admit 
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the said additional drawings, and treated said request as a petition 
to the Commissioner of Patents in person to exercise his supervisory 
authority to review the action taken by the Examiner and submitted 
the case to the Commissioner of Patents. 

16. That on or about June 7, 1935. the Commissioner of Patents 
sustained the position of the Primary Examiner, arbitrarily and 
without authority, and contrary to law, refused to enter the said 
amendments to the specification or to admit said drawings, and that 

such action of the Commissioner is a final one from which 

6 petitioner has no remedy by appeal or writ of error, or any 
other adequate legal relief. 

17. That by reason of the aforesaid facts, petitioner has been de¬ 
prived of its rights under the laws of the United States and the 
rules of the United States Patent Office and particularly under R. S. 
482, 4903. 4909, 4911, and 4915 of the Patent Statutes and Rules 65, 
67, 68, 69. 70, 133, 139, 148, and 149 of the Rules of Practice which 
require the Commissioner of Patents to perform the ministerial duty 
of entering an amendment proper in form to a duly pending ap¬ 
plication for Letters Patent and that the said Commissioner has 
arbitrarilv and contrarv to law refused to carrv out such ministerial 

' V •/ 

acts as he is required to by the rules and statutes and has thereby 
denied this petitioner his day in Court as prescribed by the statutes 
and rules bv arbitrarilv refusing to enter said amendment and admit 

m/ m ms C ^ m m 

the accompanying drawings, from which action this petitioner has 
no remedy by writ of error or appeal. 

Wherefore petitioner prays: 

1. That a writ of mandamus issue out of this Court ordering and 
directing respondent to enter the said amendments filed on or about 
September 20. 1934, iri the application of William W. Lasker, Serial 
No. 681333; ordering and directing respondent to admit the addi¬ 
tional drawings attached to and forming a part of said amendment, 
and ordering and directing said respondent to reexamine the afore¬ 
said application of William W. Lasker, Serial No. 681333 in the 
light of said amendments and additional drawings in compliance 
with the statutes of the United States. 

2. That a writ of subpoena ad respondendum may issue forth¬ 
with out of and under the seal of this Court directed to respondent 

requiring him at a day certain and under a certain pen- 

7 altv to appear and make full, true and perfect answer herein, 
and to stand to, perform, and abide by such further order, 

direction and decree as may be made against him. 

3. That respondent be ordered to suspend any further action in the 
Patent Office in respect to the aforesaid application of William W. 
Lasker Serial No. 681333 until this petition has been decided by this 
Court. 

4. That petitioner may have such other and further relief as this 
Court may deem just and proper under the circumstances. 

Remington Rand, Inc., 

By Darby & Darby. 

Its Solicitors.. 

Of Counsel: 

Samuel E. Darby, Jr. 

Floyd H. Crews. 

Charles M. Thomas. 
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| 

Affidavit 

State of New York, 

County of New York , ss: \ 

Floyd H. Crews, being first duly sworn, deposes and says that he 
is an attorney at law and a member of the bar of the Southern District 
Court of the Second Circuit, U. S.; that he is of counsel fof petitioner, 
Remington Rand, Inc., and that he is familiar with the facts alleged 
in the foregoing petition and believes the same to be true. 

Floyd H. Crews. 

! 

Sworn to and subscribed before me a Notary Public tjhis 8th day 
of August, 1935. 

[seal] Rose A. Batterman, 

Notary Public , New York County. 

N. Y. Co. Clk’s No. 72 Reg. No. 6B88. 

Commission expires March 30, 193—. 

8 Certificate of Counsel 

We do hereby certify that in our opinion the foregoing petition 
is well founded in law and fact, that it presents a proper case for 
granting the writ prayed, and that it is not interposed for delay. 

Darby & Darby, 

Solicitors for Petitioner. 

Order to show cause 

I 

Filed September 26, 1935 

* * * * * * * 


To: Conway P. Coe. 

Commissioner of Patents , 

Respondent. 

Now, on this 26th day of September, 1935, petitioner, {Remington 
Rand, Inc., having filed" its petition for writ of mandamus; you are 
hereby ordered and directed to appear at 10 o’clock in the forenoon on 
the 8th day of October 1935 to show cause, if there be any, why said 
petition should not be granted and the writ therein prayed should 
not issue. 


Peyton Gordon, 

Justice of the Supreme Court of the District of Oplurnbia, 

Served a copy of the above rule on Conway P. Coe, Comm, of 
Patents, personally 9/26/35. John B. Colpoys, U. S. |darshal in 
and for the Dist. of Columbia. By Harrv C. Allen, Debuty U. S. 
Marshal. G. \ 
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9 Answer to the 'petition and rule to show cause 

Filed October 7, 1935 

* * * * * * * 

To the honorable , the Judges of the Supreme Court of the District 
of Columbia: 

Conway P. Coe. Commissioner of Patents, respondent herein, in 
answer to the Petition and Rule to Show Cause, alleges on informa¬ 
tion and belief as follows: 

1. He admits the allegations of petitioner's organization and 
principal place of business and the ownership of an application for 
patent filed by William W. Lasker. 

2. He admits the allegations of respondent’s official position and 
official residence. 

3. He admits that William W. Lasker filed an application for 

patent which was given Serial No. 681333. 

10 4. He admits that in his said application Lasker referred 
to certain prior patents as showing the particular type of 

machine to which his mechanism was applied, that the said appli¬ 
cation was prosecuted, and is now pending in the Patent Office. 
Further answering, respondent avers that the reference in Lasker’s 
application to the prior art was in the following language: 

For the purposes of illustration, the accompanying drawings 
show my invention applied to a tabulating machine of the type de¬ 
scribed in Powers Patent No. 1245502 of Nov. 9. 1917. and includ¬ 
ing some of the modifications described in Powers Patent No. 1236481 
of Aug. 14, 1917 and my patents No. 1285252 of Nov. 19, 1918, and 
No. 1376555 of May 3, i921.” 

He denies that such a general reference entitled the applicant to 
build up a multiplicity of machines by combining with the dis¬ 
closure of his application the various parts of the machines shown 
in the patents referred to and thereafter base his claims on such 
combinations. 

5. He admits the issuance on September 9, 1930, of patent No. 
1775132, on an application filed bv Clair D. Lake and Frederick A. 
Storey, and, as to the allegation that certain claims of said patent 
are drawn to and dominate the structure disclosed in the said ap¬ 
plication of Lasker, he avers that both the examiner of interferences 
and the Board of Appeals of the Patent Office have held that the 
Lasker application as filed does not disclose the invention as de¬ 
fined by the claims of the Lake and Storey patent, which claims 

were presented in an amendment in the Lasker application 

11 with a request for an interference therewith, as appears from 
paragraphs 9 and 11 of the petition for mandamus and peti¬ 
tioner’s exhibits E and H, being respectively, the decision of the 
Examiner of Interferences, and the decision of the Board of Appeals. 

6. He admits that an interference was declared between the Lasker 
application and the Lake and Storey patent, as alleged in para¬ 
graph 6, said interference being given No. 65360. 

7. He admits that Lasker presented a motion to add other claims 
of the Lake and Storey patent to the issue of said interference. 
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8. He admits that Lake and Storey filed a motion to dissolve said 

interference based on the ground that the Lasker application would 
not support the issue thereof. . j 

9. He admits that the examiner of interferences in a decision ren¬ 
dered on December 26, 1933, denied the motion to add sjiid claims to 
the issue of the interference and granted the motion to dissolve 
the interference, and further admits that the seconq paragraph 
of paragraph 9 of the petition contains a general statement of the 
holding made by the examiner of interferences but avers that the 
exact grounds of the conclusion reached by the examiner of inter¬ 
ferences in rendering said decision of December 26. 1933. are found 
in the decision of the examiner of interferences, which i$ petitioner’s 

Exhibit E. j 

12 10. He admits that Lasker, through his attorney, filed a peti¬ 
tion for rehearing, which petition was denied by the examiner 

of interferences. 

11. He admits that the party Lasker appealed from the decision 
of the examiner of interferences to the Board of Appeals of the 
Patent Office and that said Board affirmed the decision of the exam¬ 
iner of interferences by holding that the Lasker application as filed 
does not disclose the invention as defined by the claims of the Lake 
and Storey patent as appears from paragraphs 9 to 11 of the peti¬ 
tion for mandamus and petitioner’s exhibit H, being the decision of 
the Board of Appeals. 

12. He admits that the primary examiner rejected claims 14 to 
26 of the Lasker application for the reasons stated in the decisions of 
the examiner of interferences and the Board of Appeals but avers 
that of said claims 14 to 26, only claims 14, 16, 21, 25, and 26 con¬ 
stituted the issue of the intereference, the remaining claims having 
been presented in Lasker’s motion to add counts, which motion was 
denied. 

13. He admits that thereafter the party Lasker filed Ian amend¬ 
ment to his said application in which it was sought to ladd to the 
specification matter copied from the prior patents referred to in the 
Lasker application and to add to the drawings of his application 
certain drawings taken from said prior patents. He denies, however, 
that the mere reference of these prior patents was sufficient to justify 

the inclusion in this application of any and all matter shown 

13 and described therein. He further avers that the said amend¬ 
ment comprised 92 additional pages of specification and 26 

additional sheets of drawing. He further avers that at the time 
the amendment was filed the case had already been pending before 
the Patent Office for approximately 11 years. 

14. He admits that the examiner refused to enter said amend¬ 
ments but denies that that refusal was either contrary to existing 
rules and statutes, or without authority. He admits thjit the pri¬ 
mary examiner finally rejected claims 14 to 26 of the Lasker appli¬ 
cation which correspond to claims copied by Lasker froip the Lake 
and Storey patent, and further answering avers that the I applicant 
had a right of appeal from such final rejection and that sgch appeal 
was taken, as appears from the record of said application' petition¬ 
er’s Exhibit A, and that said appeal is pending before the Board 
of Appeals of the Patent Office. 

35911—35 - 2 
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15. He admits that the party Lasker filed a request again urging 
that these amendments be entered and that the examiner refused to 
enter said amendments and treated his request as a petition to the 
Commissioner, but denies that the treating of said request as a peti¬ 
tion to the Commissioner was either without authority (contrary to 
law, or arbitrary. Further answering, he avers that the reasons for 
so treating this request were set out in a letter from the Commissioner 
of Patents to the attorney of record for Lasker under date of March 
23, 1935. and was* done because, as appears from that letter, 

14 the applicant had stated that if his request was refused it 
would be necessary to petition the Commissioner and if the 

Commissioner refused, to file a mandamus, and that the examiner 
had reported to the Commissioner that he found no reason for 
receding from his position refusing to enter the amendment. The 
examiner’s report appears in the file of the Lasker application, peti¬ 
tioner’s Exhibit A, and marked ‘‘Paper 45i/o ”, and the Commis¬ 
sioner’s letter appears therein and is marked “Paper No. 45%.” 
The examiner’s report and the Commissioner’s letter are attached 
hereto and made a part hereof and marked, respectively, “ Respond¬ 
ent’s Exhibit 1 ” and “ Respondent’s Exhibit 2.” 

1G. He admits that on June 7, 1935, the Commissioner sustained 
the position of the examiner refusing to enter the amendments but 
denies that the said action of the Commissioner was either arbitrary 
or without authority of law or contrary to the law. A copy of 
the decision of the Commissioner, which is in the application file 
of Lasker as Paper No. 49, is attached hereto and made a part 
hereof, and marked “ Respondent’s Exhibit 3.” 

17. Respondent denies that by said refusal to enter the amendment 
petitioner has been deprived of any right under the laws of the 
United States or the rules of the Patent Office and denies that his 
refusal to enter the amendment was either arbitrary or contrary to 
law. Further answering, he avers that the Lasker application was 
filed on December 18, 1923, was duly prosecuted, and duly 

15 allowed on May 20, 1932, with 10 claims, that it was with¬ 
drawn from issue for the purpose of interference in order to 

determine the question of priority between the party Lasker and 
the patentees Lake and Storey and for no other purpose, and that 
such withdrawal and institution of the interference did not reopen 
the application for further general prosecution. _ 

Further answering, respondent avers that Section 4893 R. S. (U. S. 
C. title 35, sec. 36) provides that when an application is duly filed 
and the fee paid the Commissioner of Patents shall cause an exami¬ 
nation to be made of the alleged invention, and Section 4903 R. S. 
(U. S. C., title 35, sec. 51) provides that whenever, on examination, 
any claims for a patent are rejected, the Commissioner shall notify 
the applicant and give him the reasons for rejection and that if, after 
receiving such notice, the applicant persists in his claim for a patent, 
with or%vithout altering his specifications, the Commissioner shall 
order a reexamination, but avers that that statute does not provide 
that such prosecution may be continued indefinitely, and avers that 
the question whether a given amendment is such that the applicant 
is entitled to have it entered in any application is one which involves 
the exercise of the discretion committed to the Commissioner by law. 
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Further answering, he avers that the Lasker application |is filed con¬ 
sisted of eight pages of specification and six sheets of drawings and 
contained five claims and that during the nearly eight and one- 
1G half years between the filing of the application and its allow¬ 
ance, applicant had ample opportunity to offer sijch amend¬ 
ments as were consistent with the original application and which ap¬ 
plicant deemed were necessary; that in response to the acjtion of the 
examiner rejecting certain claims copied from the Lake jmd Storey 
patent applicant offered no amendment to the specification and draw¬ 
ings but elected to stand upon his right to urge by motion under Rule 
109 of the Rules of Practice of the Patent Office the allowance of such 
claims as additional counts to the issue of the interference,j which was 
to be declared upon other claims copied from the Lake and Storey 
patent, and that after it was held by the examiner of interferences 
and the Board of Appeals following inter partes hearings in the 
interference, applicant and petitioner" here were not entitled to have 
entered and considered an amendment adding 92 pages tp the speci¬ 
fication of the Lasker application and 26 new sheets of drawings and 
27 additional claims thus presenting, in effect, an entirely new case 
and opening up the application which had been pending j for nearly 
eleven years for further, and possibly very prolonged, prosecution. 

He further avers that Section 4909 R.~S. (U. S. C., title 35, sec. 
57). Section 4911 R. S. (U. S. C., title 35, sec. 59a), and Section 4915 
R. S. (U. S. C., title 35, sec, 63) provide for appeals froin the final 
rejection entered in this case by the primary examiner to the 

17 Board of Appeals and for a review of the decision of the Board 
of Appeals either by an appeal to the United States Court of 

Customs and Patent Appeals or by filing a bill in equity, ibut do not 
provide for indefinite prosecution. He further avers that Rules 65, 
68, and 69 of the Rules of Practice of the Patent Offiice mpst be read 
together and that after the question of the patentability! of certain 
claims to an aplicant has been fully considered in an interference in 
which that application was involved by both the examiner of inter¬ 
ferences and the Board of Appeals, the presentation of voluminous 
amendments to the specification and drawing is not a proper response 
to a rejection by the primary examiner based upon the decisions in 
the interference, and specifically avers that the presentation in this 
case of an amendment to the specification consisting of 92 typewritten 
pages and an addition to the drawing of 26 sheets of drawings is not 
such an amendment as required by the Rules. 

He further avers that the extent to which, if any, an applicant 
may rely upon the references in his specification to prior patents 
in fixing the disclosure of his original application, can be determined 
as well by considering the patents themselves as by considering 
excerpts therefrom added by amendment to the specification and 
that it is unnecessary to incorporate descriptions and j drawings 
taken from patents referred to in the original application of Lasker 
and that to admit 92 further pages of specification and 26 

18 sheets of drawings is an unnecessary burden upon j the Office 
and upon the public if and when a patent is issued! upon the 

Lasker application. 

He further avers that, as stated in his said decision of June 7, 
1935, the determination of the question whether the proposed amend¬ 
ment is one that can be properly admitted into the Lasker applica- 











10 


CONWAY P. COE VS. REMINGTON RAND, INC. 


tion at this time is one calling for the exercise of discretion and 
the ruling of the Commissioner thereon is not controllable by 
mandamus. 

And now having fully answered the petition, respondent prays 
that the rule to show cause against him be discharged and the 
petition be dismissed with all costs of the proceedings against 
petitioner. 

Conway P. Coe, 
Commissioner of Patents. 

R. F. Whitehead, 

Solicitor for the Patent office , 

Attorney for Respondent. 


District of Columbia, ss: 

I, Conway P. Coe, Commissioner of Patents, depose and say that 
I have read the above answer by me subscribed and know the con¬ 
tents thereof, and that the statements of fact therein made as upon 
personal knowledge are true, and those made upon information and 
belief I believe to be true. 

Conway P. Coe, 
Commissioner of Patents. 


19 


Subscribed and sworn to before me this 5th day of October 1935. 

[seal] E. W. Libbey, 

Notary Public , I). C. 

My commission expires July 10, 1938. 


[Copy] 


Respondent’s Exhibit 1 


Department of Commerce, 

United States Patent Office, 
i Washington. March 22.1925. 

Div. 23. 

Room 7892. 


In re application of William W. Lasker, Ser. Xo. 681333, Filed Dec. 

18, 1923, For Sub and Grand Total Mechanism 

Hon. Commissioner of Patents. 

Sir: On March 9, 1935, applicant filed a letter in answer to the 
Office action of February 20, 1935. This letter in the opening para¬ 
graph requests a reconsideration of the Office letter supra. On page 
22 of applicant’s communication supra, in the second paragraph, is 
stated “ If the present request is refused, then applicant has no choice 
but to take a petition to the Commissioner?” 

The Acting Examiner of Division 23 sees no reason for a reconsider¬ 
ation of the action of February 20, 1935, and declines to recede from 
his decision therein, and applicant’s communication is therefore 
treated as a “ Petition to the Commissioner ”, and the case is therefore 
submitted to the Commissioner in accordance therewith. 

Respectfully, 

(Signed) W. J. Buttner, 

i Acting Examiner , Div. 23. 
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[Copy] 

Respondent’s Exhibit 2 


EMG 


Department of Commerce, 

United States Patent Office. 

Washington , March $3,1933. 

Re Lasker Application, No. 681333 


Mr. Harris P. Hineline, 

131 Flatbush Avenue , Ext., 

Brooklyn, N. Y. 

Dear Sir: The primary examiner has called the Comniissioner’s 
attention to the request for reconsideration of his refusal to enter 
in the above entitled application the amendment filed September 20. 
1934. ; 

He states in his letter to the Commissioner, copy of which is for¬ 
warded herewith, that he has reviewed the request for reconsideration 
and finds no reason for withdrawing his refusal to admit the 
amendment. 

He also calls attention to the statement on page 22 of tHe request 
that if the present request is refused applicant has no choice but to 
take a petition to the Commissioner. 

In view of the facts as above outlined, the request for reconsider¬ 
ation filed on March 9. 1935, is treated as a petition. A brief thereon 
may be filed, if applicant so desires, within fifteen days from the 
date of this letter. 


It is not deemed necessary to grant an oral hearing on the petition 
especially in view of the fact that the attorneys had an interview with 
the Commissioner and fully discussed the questions involved. 

Yours truly, 

Conway P. CpE, 

C ommissioner. 

Enc. 
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Respondent’s Exhibit 3 


Department of Commerce, 

United States Patent Office, 

Washington , June 7, 1933. 

Re: Petition 


Ex parte William W. Lasker, Serial No. 681,333, Filed December 
18, 1923, Sub and Grand Total Mechanism 

On March 9, 1935, the applicant, William W. Lasker^ filed a 
request for reconsideration of the final action of the Exaihiner re¬ 
fusing to enter a voluminous amendment offered in the; case on 
September 20, 1934. The applicant was advised in a communica¬ 
tion on March 23, 1935, that his request was construed a$ a peti- 





12 


COX WAY P. COE VS. REMINGTON RAND, INC. 


tion to the Commissioner, in the exercise of his supervisory author¬ 
ity, to review the action taken by the Examiner. The attorneys 
for applicant have made oral arguments and a brief in support of 
the petition has been filed. 

As originally filed the present application consisted of nine pages 
of specification and six sheets of drawing. The amendment which 
the Examiner refused to enter comprises 92 pages of additional 
specification and 24 new sheets of drawings. 

The application was filed on December IS, 1923, and, after an 
extended prosecution over a period of 8 y 2 years, was passed to issue 
with 10 allowed claims. Thereafter, the applicant copied certain 
claims from the Lake and Storey patent, ]No. 1775132, and the al¬ 
lowed application was withdrawn from issue for interference pur¬ 
poses. Interference No. 65360 between the two parties was 

22 declared on January 23, 1933, on certain of the claims copied 
from the patent, the other claims so copied being rejected 

by the Examiner on the ground that they were not supported by 
applicant’s disclosure. The interference was later dissolved by the 
Examiner of Interferences on the ground that the disclosure in the 
application of Lasker was insufficient to support the claims copied 
from the Patent. The Examiner of Interferences also denied a 
motion by Lasker to include in the issue of the interference the claims 
which the Examiner had held he could not make. On appeal by 
Lasker to the Board of Appeals, the decision of the Examiner of 
Interferences was affirmed. 

Following the dissolution of the interference, on August 15, 1934, 
the Examiner issued an official action which allowed claims 1 to 
13, inclusive, and rejected the remaining claims (14 to 32, inclusive) 
in the case, all of which had been copied by the applicant from 
patents for interference purposes. The rejection of these claims 
was based on the ground that they were unsupported by the dis¬ 
closure in the application as originally filed. Of these rejected 
claims, claims 14 to 26, inclusive, had been specifically passed upon 
by the Examiner of Interferences and the Board of Appeals in the 
dissolved interference. 

In response to his rejection the applicant offered the amendment 
now in dispute, and on February 20, 1935, he was advised by the 
Examiner that the amendment would not be entered and that claims 
14 to 32, inclusive, were finally rejected. 

23 A careful review of the entire record of this case forces me 
to conclude that a clear issue had been reached between the 

applicant and the Examiner; that the final rejection of February 
20, 1935, was in order; and that the Examiner properly refused to 
enter the amendment submitted on September 20, 1934. 

It is my judgment that the prosecution of this application was 
closed against further prosecution when the notice of allowance was 
issued on May 21, 1932. The case was not withdrawn from issue for 
general prosecution but only, and specifically, for an interference 
which later developments indicate should not have been declared, the 
Examiner of Interferences and the Board of Appeals each deciding 
that the Lasker application did not disclose the issues of the 
interference. 

The contention that the Examiner has violated the statute which 
requires the Commissioner “to order a reexamination” is not im- 
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pressive. The statutory provision for a reexamination did not con¬ 
template an endless prosecution of a patent application. Section 
4893 R. S. (35 U. S. C. A., Sec. 36) provides for an examination on 
the filing of the application. This the applicant had on May 29, 
1924, nearly 11 years ago. When on such an examination! a claim is 
rejected, Section 4903 R. S. (35 U. S. C. A. 51) provides that the 
applicant may have “ a reexamination of the case.” This the appli¬ 
cant had on August 7, 1925, 9*4 years ago. After the examination 
and reexamination applicant’s statutory rights ” to prosecute be¬ 
fore the Examiner ended. By grace and privilege of tjhe Patent 
Office rules, however, applicant has now had 9*4 jadditional 

24 years of prosecution before the Examiner. More time should 
not be given, else the avowed purpose of the patent! system as 

expressed in the Constitution which is “ to promote the progress of 
science and useful arts ” stands in danger of defeat. Progress is not 
promoted when applications are allowed to remain in t}he Patent 
Office for unreasonably long periods. 

In so far as the rules of the Patent Office permit prosecution be¬ 
yond the examination and reexamination provided by thje statutes, 
an applicant is entitled to such prosecution only when he coihes within 
the terms, and abides by, the Rules of Practice of this Office. Rule 
68 provides that “ in so amending the applicant must clearly point 
out all the patentable novelty which he thinks the case presents in 
view of the state of the art disclosed by the references cited or the 
objections made.” If there be patentable novelty in rejected claims 
27 to 32, inclusive, over the objections raised by the Examiner, it is 
obvious that it has not been clearly pointed out as required by this 
Rule. 

Furthermore, Rule 69 provides that “ to be entitled to the reexami¬ 
nation or reconsideration, * * * the applicant * * * j must dis¬ 
tinctly and specifically point out the supposed errors in the Exam¬ 
iner’s action; * * * and the applicant’s action must appear 

throughout to be a bona fide attempt to advance the case tp final ac¬ 
tion.” The supposed errors in the rejection of the clairqs are not 
distinctly pointed out when they are hidden in 92 pages of description 
and a number of new sheets of drawings. Indeed, the applicant 

25 has now offered an entirely new case, materially different and 
substantially larger than that originally presented^ and this 

action cannot be regarded as a bona fide attempt to advance the case 
to final action. 

I am unable to agree with the contention that the refusal of the 
Examiner of Interferences and the Board of Appeals to inspect a 
machine is subject to criticism. The Office has never denied that the 
applicant can or has built a successfully operating machine. I 
again stress the point, heretofore emphasized, that the present appli¬ 
cation must disclose the machine so that any person wjho never 
saw or examined it could construct an operative machine and other¬ 
wise practice the invention. The basis of allowable claims must be 
found in the disclosure of the application and not in the! machine 
itself. As correctly stated by the Examiner of Interferences “The 
only question is whether or not Lasker’s application discloses such a 
machine. This must be determined from the application itself.” 

While the applicant made mention of four patents in his original 
specification, such a general reference does not entitle him to build 
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up a multiplicity of machines by combining with the disclosure of 
his application various parts of the patents, and to thereafter base 
his claims on such a combination. An applicant cannot be permitted 
to supply from prior patents, mechanism which is lacking in his own 
application, particularly where, as here, the patents have been re¬ 
ferred to only in a general way without concisely pointing out the 
parts of the patents and explaining how they cooperate with the 
structure disclosed in the application. 

26 The fact that it is not apparent how the disclosures of the pat 
ents referred to in the application can be combined with the 
disclosure in the application to form an operative device does not war¬ 
rant the conclusion, sb greatly stressed by petitioner, that the tribu¬ 
nals of the Patent Office did not have sufficient knowledge of the 
prior art to enable them to reach a just and equitable decision. The 
allowance of a number of claims indicates that the tribunals of the 
Patent Office understood the disclosure and regarded it as sufficient 
to support certain claims. It is pertinent to observe that the chal¬ 
lenge to the knowledge of the tribunals of the Patent Office of the 
prior art and applicant’s disclosure is raised only in connection with 
the rejected claims, and that the alleged ignorance of the art and the 
disclosure does not extend to the claims which stand as allowed. 

The contention that it is a proper procedure for the Patent Office 
to determine whether the claims of a patent are invalid because of 
prior public use is not sound. Neither the statutes nor the Rules 
authorize this procedure. Public Use Proceedings may be, and are, 
instituted against the claims of an application, but the Commissioner 
of Patents lacks jurisdiction to initiate such proceedings solely against 
the claims of a patent. The Patent Office has no authority to cancel 
a patent or any claim thereof (See McCormick Harvesting Co. v. 
C. Aultman & to., 169 U. S. 606, 1898, C. D. 398). 

The decisions of the courts furnish ample authority for the 
2T action taken by the Examiner in this case. In the case of 
Victor Talking Machine Co. v. Thomas A. Edison, Inc., 229 
Fed. Rep. 999, 1000, the Court quotes with approval from the Court 
below as follows: 

“Patent 1060550 was in the office more than 10 years, and the 
claims in suit were interjected into the application after the patent 
had been once allowed, and after the defendant’s machine had ap¬ 
peared upon the market. Just how it can happen that a patentee 
can hold an invention secreted for so long, and can then adapt it 
so as to cover the subsequent art, does not appear. The result is, 
assuming that the claims do not constitute a new invention, that 
the patentee has got from 8 to 9 added years to his monopoly from 
the time when he would otherwise have been obliged to leave the 
art unhampered. To let him reserve his patent till the trade inde¬ 
pendently develops, and then to pounce upon it for a full term, 
would seem to violate the conditions upon which his <n*ant depends, 
and to convert the system into a mere means of cheating industry. 
This is especially true where, as here, a fundamental patent like the 
Berliner protected the whole invention until 1912. The case certainly 
suggests a purpose to monopolize that invention still further by 
reserving in the Patent Office patents upon other similar machines 
known iong before. Whether this be true or not, the practice is 
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so obviously mischievous that the courts should discourage it as 
much as possible, as well as the practice which permits 48 claims 
upon a simple and perfectly obvious machine like this. Such claims 
violate the very purpose of any claims at all, which is to define the 
forbidden field. In such a waste of abstract verbiage it is quite im¬ 
possible to find any guide. It takes the scholastic ingenuity of a 
St. Thomas with the patience of a yogi to decipher their meaning, 
as they stand/’ 

In Burroughs Adding Machine Co. v. Rockford Milling Machine 
Co., 292 Fed. Rep. 550, 551, the Court comments as follows: 

u The Hopkins patent presents the disturbing situation of its 
pendency in the Patent Office for over 14 years, and the allowance 
of the appalling number of 421 claims. These facts, wl^ile not in¬ 
fluential in determining the issues here, suggest the dire need of 
change in our patent law or practice, or both.” 

In In re Spencer, 18 C. C. P. A. 1041, 47 F. (2d) 806, the 

28 Court on the question of multiplicity in the opening paragraph 
says: 

“Appellant filed his application in the Patent Office for an im¬ 
provement in thermostats. Attached to his application were a multi¬ 
tude of claims which unnecessarily and vexatiously clouded the is¬ 
sue. The examiner and the Board of Appeals both referred to this 
unnecessary duplication, and had it in mind while making! allowance 
of certain claims to the appellant. The practice of filinjr unneces¬ 
sary duplicates of claims, differentiated from each other by only the 
slightest change of lancruacre and with no material advantage to 
the applicant, cannot be too strongly condemned and is lpore often 
an indication of the inability of the pleader to properly state his 
case than of anything else.” 

A review of the entire record is convincing that the action of the 
Examiner in refusing to enter the amendment of September 20, 1934, 
was proper. | 

The petition must be, and is, denied. i 

C ommpisioncr. 

Mr. Harris P. Hineline, j 

131 Flatbush Avenue Extension, 

Brooklyn, N. Y. 

I 

29 Memorandum opinion 

\ 

Filed November 12, 1935 j 

j 

* * * * * * * 

I think that the plaintiff clearly had the right under thejstatute to 
have his amendments considered. What action shall be taken by 
the Commissioner upon consideration of the amendments is, of 
course, not to be controlled by mandamus, but I think that mandamus 
will lie to require him to consider the amendments. 

The writ of mandamus will issue as prayed. 

Jennings Baiijey, 

J u-stice. 


i 
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Supreme Court of the District of Columbia 

Wednesday, November 20, 1935. 

Session resumed pursuant to adjournment. Hon. Jennings Bailey, 
Justice, presiding. 

• • • • • • • 

Come now here as well the relator as the respondent, by their re¬ 
spective attorneys, and the said cause having come on for hearing 
upon the portion and the answer to the rule to show cause issued 
herein on September 26, 1935, whereupon it having been agreed upon 
bv counsel for the respective parties that the cause should come 
before the Court as upon final hearing upon bill and answer the 
Court finds that the writ of mandamus should issue as prayed. 

W hereupon, the Court being fully advised and counsel having 
been fully heard for the respective parties, it is considered, ordered, 
and adjudged this 20th day of November 1935 that the respond¬ 
ent, Conway P. Coe. Commissioner of Patents, be, and he 

30 is hereby, directed to enter the amendments filed on or about 
September 20, 1934, in the application of William W. Lasker, 

Serial No. 681333. including the additional drawings attached to and 
forming a part of said amendments, and to consider the aforesaid 
application of William W. Lasker, Serial No. 681333. 

From the foregoing Order the respondent, Conway P. Coe, Com¬ 
missioner of Patents, in open court, on the day above named, notes 
an appeal to the United States Court of Appeals for the District 
of Columbia. The respondent being sued in his official capacity, no 
security for costs is required. 

31 Stipulation 


Filed November 26, 1935 


* * * * * * * 

Whereas this case was heard in the lower court on a petition for 
mandamus and the return thereto, as on Bill and Answer, and 
whereas the Exhibits referred to in the petition are very volumi¬ 
nous, consisting of certified copies of the Patent Office records, in 
order to reduce the size of the transcript and of the printed record, 
the parties hereto, through their respective attorneys, have entered 
into the following Stipulation: 

It is hereby Stipulated and Agreed, by and between the parties 
hereto, through their attorneys, that petitioner’s Exhibits A, B, G, 
and H, are, respectively, a copy of the file wrapper and contents 
of the application of William H. Lasker for a patent on a Sub and 
Grand Total Mechanism, filed December 18, 1923; the declaration 
of an interference involving that application; certain motions filed 
therein and the decisions of the Examiner of Interferences and 
the Board of Appeals upon those motions; that these exhibits show 
that the Lasker application as filed on December 18, 1923, con¬ 
tained 9 pages of specification, 6 sheets of drawings, and 6 claims; 
and that the specification of said application contained the follow¬ 
ing paragraph: 
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32 u For the purposes of illustration, the accompanying draw¬ 
ings show my invention applied to a tabulating machine of 
the type described in Powers Patent No. 1245502, of Noy. 9, 1917, 
and including some of the modifications described in Powers Patent 
No. 1236481. of Aug. 14, 1917. and my patents No. 1285252 of Nov. 
19, 1918, and No. 1376555. of May 3, i921.” 

that after examination it was allowed on May 20, 1932, with 10 
claims; that on September 3, 1932, Lasker filed an amendment pre¬ 
senting certain claims from the patent to Lake and Stiorey and 
requested that the application be withdrawn from issu^ and an 
interference declared therewith; that the examiner reported that 
Lasker could make certain of the copied claims and requested that 
the application be withdrawn from issue for the purpose pf declar¬ 
ing an interference; that this request was approved by j the then 
First Assistant Commissioner on November 14, 1932, and the ex¬ 
aminer then entered the amendment and wrote a letter to the appli¬ 
cant stating that of the copied claims, claims 14. 16, 21, 25, and 26 
read upon the applicant’s disclosure and an interference will be 
declared forthwith, but that claims 15, 17, 18, 19, 20, 22. 23, and 
24 are not readable upon the applicant’s disclosure, giving his 
reasons for so holding, and that applicant could proceed in the 
interference to move for the inclusion of these claims therein under 
the provisions of Rule 109; that the interference was duly declared 
and Lake and Storey moved to dissolve the interference on the 
ground that Lasker could not make the claims constituting the issue 
of the interference and Lasker moved to amend to include the addi¬ 
tional claims which the examiner had held he could not make; that 
the Examiner of Interferences, after due hearing and consideration, 
dissolved the interference and denied the motion to add the addi¬ 


tional counts, holding that Lasker was not entitled to make any of 
these claims; that this decision was affirmed on! Lasker’s 
33 appeal to the Board of Appeals; that thereafter the primary 
examiner rejected the claims in view of the decisions of the 
Examiner of Interferences and the Board of Appeals in the inter¬ 
ference, his action making this rejection being dated August 15, 
1934; that on September 20, 1934, Lasker filed an amendment to 
his application comprising 92 typewritten pages and 24 additional 
sheets of drawings, large portions of this amendment being copied 
from the four patents cited in the Lasker application; that the 
examiner refused to enter this amendment as appears from his 
action of February 20, 1935, which is paper No. 42 of the Lasker 
application, a copy of which is petitioner’s Exhibit A; thjt Lasker 
filed an argument against that holding, which was treated by the 
Commissioner as a petition, and that petition was denied by the 
Commissioner in a decision rendered on June 7, 1935, a copy of that 
decision appearing as Exhibit 3 of the Answer to the Petition and 
Rule to Show Cause; and that the petition for a writ of mandamus 
to compel the entry and consideration of the amendment [was filed 
September 26, 1935. 

It is further stipulated with the approval of the Coiirt, that 
Petitioner’s Exhibits A, B, C. D, E, F, G, and H shall be trans¬ 
mitted to the United States Court of Appeals for the District of 
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Columbia as physical exhibits and made a part of the record of this 
case and mav be referred to at the hearing. 

R. F. Whitehead, 
Attorney for Respondent. 
Charles M. Thomas, 
Attorney for Petitioner. 

Nov. 25/1935. 

Approved 

George E. Martin, 

Chief Justice. 

34 Div. 23. Room 7892. SAX: ps. Paper No. 42. 

i Department of Commerce, 

United States Patent Office, 

Washington. 

Please find below a communication from the Examiner in charge 
of this application. 

Conway P. Coe, 
Commissioner of Patents. 

Applicant: William W. Lasker. 

Ser. No. 681333. 

Filed Dec. 18, 1923. 

For Sub and Grand Total Mechanism. 

Harris P. Hineline, 

131 Flatbush Are. Extension , 

Brooklyn , N. Y.: 

Responsive to proposed amendment filed September 20, 1934. 
This application was filed on December 18, 1923, with eleven 
pages of specification and claims, and six sheets of drawings. After 
approximately eleven years of prosecution of this original applica¬ 
tion, applicant has presented an amendment comprising ninety-two 
typewritten pages and twenty-four additional sheets of drawings. 

This amendment directs the cancellation of substantially the entire 
original specification, and substitutes therefor a specification of at 
least ten times the original length. 

In the Office action of August 15, 1934. claims 4 to 13 were stated 
to stand allowed, claims 14 to 26 were rejected in view of the de¬ 
cision of the Board of Appeals that they were not supported by 
applicant's disclosure, and claims 27 to 32, copied from Lake patent 
1800392. were rejected on the ground that they were not readable 
upon the disclosure. 

In its decision concerning claims 14 to 26, the Board considered the 
specification as filed, ! including the patents cited therein, and held 
that these claims had no support in the case. Anything added to 
overcome this condition would involve new matter. Rule 70. Only 
claims 27 to 32, therefore, were open to argument as to the manner 
in which applicant deemed these claims applicable to his disclosure 
and this could have been fully pointed out in a few pages. 

The filing of this voluminous amendment, not required by 

35 the Office action, is equivalent to the filing of a new case and 
is not a bona fide attempt to advance the prosecution. It is, 

in effect, an attempt to start the prosecution of a new case and, as 
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such, constitutes a flagrant abuse of an applicant’s rights £nd privi¬ 
leges of amending his application. 

It should be noted that the disclosure of the original specification 
and drawings has been held sufficient to support the allowed claims. 
Since the additions to the specification were not required, the amend¬ 
ment will not be entered. The additional sheets of drawings were 
not required by the Office and similarly to substitute drawings (Rule 
72) will not be entered. 

Claims 4 to 13 having been allowed applicant, it is cle^r that no 
attempt is made to deprive him of protection to which j he is en¬ 
titled by reason of the disclosure as filed. 

Claims 14 to 26 stand finally rejected as of record, in view of the 
decision of the Board of Appeals. 

The arguments relative to claims 27 to 32 have been carefully con¬ 
sidered but are believed to be untenable. Applicant has neither 
disclosed nor contemplated the distinct indicating means, tailed for 
by claims 27, 28, and 32, nor the devices responsive to changes in 
“ control numbers ”, called for by claims 28 to 31. Mere fnovement 
of a part of a machine does not make it an indicating nieans and 
this is particularly true when considered in the light of the patent 
disclosure which shows a distinct element performing pnly this 
function. Likewise, applicant has disclosed no devices responsive 
to “control numbers” for initiating total taking operations, as 
in the Lake patent. Total taking in applicant’s machine is effected 
by a special card having a control perforation of no numerical sig¬ 
nificance. Accordingly, claims 27 to 32 are again and finally re¬ 
jected on the ground that they are not readable upon applicant’s 
disclosure. j 

36 Under the provisions of Rule 63 (d), a limit of appeal from 
the final rejection of claims 27 to 32 is set to expire March 15 r 

1935. 

B. Barrows, 

Act. Examiner. 

EBS 

37 Assignment of eri'ors 

Filed November 26, 1935 


Now comes the Respondent, Conway P. Coe, Commissioner of Pat¬ 
ents, by his attorney, and in support of his appeal from the “ Order 
that Mandamus Issue ” of this Court, entered herein on November 
20, 1935, assigns the following errors: 

1. The Court erred in granting the petition for writ of mandamus. 

2. The Court erred in not denying the petition for writ of man¬ 
damus and in not discharging the rule to show cause. 

3. The Court erred in holding that under the statutes petitioner 
is entitled to have an amendment, filed in the application of William 
W. Lasker, Serial No. 681333, on September 20, 1934, entered and 
considered in said application. 

4. The Court erred in not holding that the action of the Commis¬ 
sioner of Patents refusing to enter the said amendment in the said 
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application was one within the discretionary authority of respondent 
as the Commissioner 1 of Patents under the Statutes of the United 
States and the Rules of the Patent Office. 

5. The Court erred in not holding that mandamus will not 

38 lie to control the action of the Commissioner in refusing to 
enter said amendment in the said application. 

Wherefore respondent prays that the Order that Mandamus Issue 
be revised and reversed. 

R. F. Whitehead, 

Attorney for Respondent. 

Service of a copy of the foregoing Assignment of errors is ac¬ 
knowledged this 23d day of November 1935. 

i Charles M. Thomas, 

Attorney for Petitioner. 

39 Stipulation and designation of record 

Filed November 26, 1935 

* if. $ * * * * 

The Clerk will please prepare and transmit to the United States 
Court of Appeals for the District of Columbia as the record in the 
above entitled cause, the following papers which it is stipulated 
shall constitute the printed Record on Appeal: 

1. Petition for Writ of Mandamus. 

2. Rule to Show Cause. 

3. Respondent’s Answer to Petition and Rule to Show Cause. 

4. Memorandum Opinion filed November 12, 1935. 

5. Order that Mandamus Issue and Notation of Appeal. 

6. Stipulation as to Exhibits referred to in Petition for Writ of 
Mandamus, filed November 26, 1935. 

7. Examiner’s Action of February 20, 1935, in application of 
William W. Lasker, No. 681333, Paper No. 42. 

8. Assignment of Errors. 

9. This Stipulation and Designation of Record. 

R. F. Whitehead, 

Attorney for Respondent. 
Charles M. Thomas, 
Attorney for Petitioner. 

40 Supreme Court of the District of Columbia 

United States of America, 

District of Columbia , ss: 

I. Frank E. Cunningham, Clerk of the Supreme Court of the 
District of Columbia, hereby certify the foregoing pages numbered 
from 1 to 39, both inclusive, to be a true and correct transcript of 
the record, according to directions of counsel herein filed, copy of 
which is made part of this transcript, in cause No. 86303 at Law, 
wherein Remington Rand, Inc., is petitioner and Conway P. Coe, 
Commissioner of Patents, is Respondent, as the same remains upon 
the files and of record in said Court. 
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In testimony whereof, I hereunto subscribe my name arid affix the 
seal of said Court, at the City of Washington, in said District, this 
29th dav of November, 1935. 

[seal] Frank E. Cunningham, 

Clerk. 


By Elizabeth Wilson, 

Assistant Clerk. 


(Endorsement on cover:) District of Columbia Supreme Court. 
No. 6607. Conway P. Coe, Commissioner of Patents, appellant, vs. 
Remington Rand, Inc. United States Court of Appeals for the 
District of Columbia. Filed Dec. 6, 1935. Henry W. Hodges, clerk. 
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IN THE ; 

Untteb States Court of Appeals 

FOR THE DISTRICT OF COLUMBIA.! 

| 

October Term, 1935. 


No. 6607. 


Conway P. Coe, Commissioner of Patents, Appellant, 

v. 

i 

Ex Relatione Remington Rand, Incorporated, 

Appellee. 


Appeal from the Supreme Court of the District of 

Columbia. 


BRIEF FOR APPELLEE. 


THE PARTIES AND NATURE OF THE ACTION. 

This is an appeal by the Commissioner of Patents 
from an order of the Supreme Court of the District of 
Columbia granting Appellee’s petition for a writ of 
mandamus directing the Commissioner to enter and 
consider certain amendments filed September 20, 1934, 
in the pending application for patent by Lasker, Serial 









No. 681,333, filed December 18, 1923, and duly assigned 
to petitioner. 

The action is based on the sections of the patent stat¬ 
utes regulating and controlling the power or jurisdic¬ 
tion of the Commissioner of Patents. The petition 
prays that the latter be directed to perform the minis¬ 
terial act of entering and considering an amendment 
filed in the aforesaid application. After full argument, 
followed by the submission of comprehensive briefs, 
the court below (Justice Bailey) granted the writ, 
from which decision this appeal has been taken. 

STATEMENT OF CASE. 

The Lasker application was filed December 18, 1923, 
and formally allowed May 21, 1932. During this pe¬ 
riod it received eight official actions. In five of the 
eight actions new art was cited by the Primarv Exam- 
iner. The repeated citation of new references by the 
Patent Office and other vacillations on the part of the 
office are to a great extent largely responsible for the 
duration of the prosecution so frequently referred to 
and criticized by the Commissioner, but this delay, for 
the stated reason, is chargeable to the Commissioner, 
not to Appellee. 

Subsequent to its allowance, certain claims were 
copied from the inadvertently issued patent to Lake 
and Story 1,775,132, granted September 9, 1930. The 
Primary Examiner pointedly held Appellee's applica¬ 
tion supported certain of the claims , and thereafter by 
the direction of the Commissioner declared an interfer¬ 
ence involving the Lake and Story patent. 

Subsequently, Lake and Story, Lasker’s adversaries 
in the interference, moved to dissolve, urging the insuf¬ 
ficiency of the Lasker disclosure to support the counts, 
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the precise question the Primary Examiner had! pre¬ 
viously decided favorably to Lasker. The Exaihiner 
of Interferences sustained the Lake and Story motion, 
holding the Lasker application would not support the 
interference counts. This was a complete reversal of 
the decision of the Primary Examiner made pripr to 
the formal declaration of the interference. LaskAr ap¬ 
pealed from this ruling. The Board of Appeals, how¬ 
ever, sustained the action of the Examiner of Interfer¬ 
ences and dissolved the interference on the stated 
ground. 

Under established practice, jurisdiction of the Lasker 
application was then restored to the Primary Exam¬ 
iner and its prosecution resumed. The Primary Exam¬ 
iner then rejected for the first time all claims involved 
in the interference, including claims he had previously 
allowed. This was the first rejection by the Exam¬ 
iner of the interference counts and the first opportu¬ 
nity afforded to Lasker to reply thereto. 

Promptly thereafter an amendment was filed in the 
Lasker application traversing this new ground of re¬ 
jection. It included amendatory matter to the specifi¬ 
cation taken from prior art,patents which were cross- 
references in the Lasker application as filed, and ser¬ 
ving to sustain or support Appellee’s right to jnake 
the rejected claims. Other or additional claims avoid¬ 
ing* the new grounds of rejection relied upon and es¬ 
sential to the protection of the involved invention were 
presented in the amendment. 

This amendment, the first in response to the Rejec¬ 
tion, was refused entry and consideration by thR Ex¬ 
aminer, despite the fact that the prosecution of the 
application had not been finally closed. The cake at 
that time had the status of a regularly pending Appli¬ 
cation. 
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On petition, the Commissioner refused to enter or 
consider the amendment, thereby depriving the appli¬ 
cant of a right of appeal on the issues presented by the 
amendment. Since no right of appeal lies from the 
Commissioner’s refusal to enter the amendment, man¬ 
damus must be invoked. 

QUESTIONS INVOLVED. 

In limine Appellee desires to make it clear that it is 
not asking this court to reverse, revise or modify any 
judicial finding of the Commissioner made in the per¬ 
formance of his official duties. Nor is it seeking to con¬ 
trol the discretion of the Commissioner, nor to substi¬ 
tute the writ of mandamus for a writ of error or an ap¬ 
peal. The narrow but well-defined questions raised on 
this appeal may be stated as follows: 

(1) Whether the mere entry and consideration of an 
amendment in a regularly pending application is, un¬ 
der Section 4903 R. S., a ministerial act, involving no 
exercise of judgment or discretion on the part of the 
Commissioner. 

Under Section 4903 R. S., we submit, and the court 
below found, the entry of an amendment in a regularly 
pending application is not discretionary with the Com¬ 
missioner. This section provides that the Commis¬ 
sioner “shall” enter such an amendment. The stat¬ 
ute is mandatory in its terms, leaving no discretion in 
the Commissioner. 

(2) Does mandamus lie where the exercise of judg¬ 
ment or discretion may be involved and the Commis¬ 
sioner refuses to decide, providing that if he did decide 
an aggrieved party could have his decision reviewed on 
appeal. 
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Section 4909 R. S. undoubtedly gives an applicant 
the right of an appeal from the refusal of the jExam- 
iner to grant a claim, where that claim has beeii twice 
rejected on a given ground. Hence the Commissioner 
must receive and enter an amendment in a pending ap¬ 
plication, otherwise the substantial statutory ri^ht of 
appeal is emasculated and the statute nullified.! 

The court below found the statutes clearly required 
the entry of the amendment. In so doing, it did not 
commit reversible error. 

i 

ARGUMENT. i 

I. j 

The Entry of an Amendment in a Pending Application 
Responding to a New Ground of Rejection is Un¬ 
mistakably Required by Section 4903 of the Pat¬ 
ent Statutes. 

i 

This case is not broad in compass. It involves but a 
very simple question of law. This being true, it piakes 
no difference whether the proposed amendment is brief 
or expansive, or whether the application hasi been 
pending for some years. 

The controversy necessarily revolves around the 
meaning to be ascribed to the statutes, of w’hich the 
first and controlling statute reads: 

Sec. 4903. (U. S. C., title 35; sec. 51) Whenever, 
on examination, any claim for a patent is rejected, 
the commissioner shall notify the applicant there¬ 
of, giving him briefly the reasons for such rejec¬ 
tion, together with such information and refer¬ 
ences as may be useful in judging of the propriety 
of renewing his application or of altering his speci¬ 
fication ; and if, after receiving such notice, the ap- 


i 

i 
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plicant persists in his claim for a patent, with or 
without altering his specifications, the commis¬ 
sioner shall order a re-examination of the case. 

Rule 68 of the United States Patent Office based on 
this statute in part provides: 

“The applicant has a right to amend betore or 
after the first rejection or action, and he may 
amend as often as the Examiner presents new ref¬ 
erences or reasons for rejection.” 

Appellee's application was first rejected by the Pri¬ 
mary Examiner after the termination of the interfer- 

v 

ence on August 15, 1934. The amendment sought to be 
entered requested a re-examination of the case in the 
light of the new rejection. It was the first opportunity 
Appellee had to traverse this rejection. 

Is the Commissioner required by the statute to enter 
the amendment and reexamine the application? The 
statute we submit plainly requires him to do so. It 
gives the Commissioner no discretion in determining 
whether there shall or shall not be a reexamination of 
the application. It plainly says the Commissioner 
“shall" order such a reexamination if insisted upon by 
an applicant in his effort to avoid a new ground of re¬ 
jection, meaning that he “must” not “may” order such 
an examination. 

The Congress made it clear when, and in what cases, 
the Commissioner could exercise his judgment or dis¬ 
cretion. Section 4904 R. S. dealing with the declara¬ 
tion of patent interferences expressly provides that the 
determination of the existence of an interference is 
confided by statute to the discretion of the Commis¬ 
sioner. 1 


i Whenever an application is made for a patent which, in the opinion 
of the Commissioner would interfere with any pending application * * •. 


Significantly, Section 4903 E. S. leaves nothing to the 
discretion of the Commissioner. A comparison;of the 
two statutes makes it obvious that Section 4903 R. S. 
requires the Commissioner to enter an amendment, 
whatever his view may be as to its merits. j 

The Commissioner contends here, as he did ^elow, 
that he is vested with the right or power to refuse to 
enter any amendment in any application whenever he 
sees fit. In asserting this broad and sweeping poker is 
committed to him by the statute, he says: 

i 

“It necessarily follows the Commissioner has 
authority to determine whether the proposed 
amendment is proper in any given stage of the • 
prosecution of the application.” (Italics lours) 
(Commissioner’s brief, page 12) j 

Such power was not given to the Commissioner by 
the statute. To support this fallacious argument, the 
Commissioner in effect would rewrite the statute 1 . He 
says the word “shall” is to be deleted from the stat¬ 
ute, and the phrase “when in his opinion he deems it 
advisable” or words of like purport substituted there¬ 
for. Such a construction of any statute is most un¬ 
reasonable and contrary to all rules of law. Inventors 
are great public benefactors and statutes must bq lib¬ 
erally construed to protect their rights. 

In Holloway v. Whitely, 4 Wall. 522, the Supreme 
Court of the United States said: j 

i 

“Patentees are a meritorious class, and all the 
aid and protection which the law allows, this ck>urt 
will cheerfully give them.” j 


If the authority or power sought by the Conjmis- 
sioner’s construction of the statute is approved, he 


may at any time after the filing of an application , 


and 


i 

i 

i 
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for any reason whatsoever, refuse to enter and consider 
an amendment. For instance, if he entertained the view 
that a claim was functional he could refuse to enter an 
amendment containing such claim. If he believed an 
article claim defective because of the presence of proc¬ 
ess limitations, or that anv claim was unsatisfactory 
to him for any reason, he could arbitrarily refuse to 
enter such an amendment. Examples could be con¬ 
tinued ad infinitum . 

Indeed, the refusal to enter an amendment is a com¬ 
plete denial of the right of appeal expressly given an 
applicant by the statutes. The authority to refuse to 
enter an amendment at “any given stage in the prose¬ 
cution of an application”, and for any reason whatever, 
would permit the Commissioner at his election to deny 
any applicant the right of an appeal to the appellate 
tribunals of the Patent Office and to the Court of Cus¬ 
toms and Patent Appeals or the District Supreme 
Court. A determination not to hear constitutes in 
itself a forfeiture of the right of appeal. 

The unqualified right of appeal is provided by Sec¬ 
tion 4909 R. S., after a second rejection by the Primary 
Examiner of a given claim for the same reason. This 
section reads: 

“Every applicant for a patent or for the reissue 
of a patent, any of the claims of which have been 
twice rejected, and every party to an interference, 
may appeal from the decision of the primary ex¬ 
aminer, or of the examiner in charge of interfer¬ 
ences in such a case, to the Board of Appeals, hav¬ 
ing once paid the fee for such appeal.” 

If an amendment is not entered and considered, the 
subject matter thereof, however meritorious, cannot be 
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reviewed by any appellate tribunal on appeal. Hence, 
it is evident that the refusal to enter carries with it a 
complete denial of the right of appeal. j 

The right of appeal from the Patent Office, to either 
the Court of Customs and Patent Appeals, or, in the 
alternative, to the Supreme Court of the District of 
Columbia, is provided for by Section 4911 andj 4915 
R. S. This right of appeal exists only when a patent 
has been refused by the Commissioner, and an amend¬ 
ment must be entered and considered before theiie can 
be a refusal. 

In Shoemaker v. Robertson , 54 Fed. (2d) 456> this 
Court said: 

“In Butterworth v. United States ex rel.lHoe, 
112 U. S. 50, 68, 5 S. Ct. 25, 28 L. Ed., 656, it was 
ruled that the remedy by bill in equity under sec¬ 
tion 4915, R. S. (35 IJSCA Sec. 63), applies\ only 
when the Commissioner decides to reject an appli¬ 
cation for a patent on the ground that the appli¬ 
cant is not on the merits entitled to it.” (Italics 
ours.) 

Manifestly, the Commissioner is without jurisdiction 
to deprive any applicant of this substantial right of 
appeal. He may be compelled to enter an amendment 
by mandamus to preserve this right. 

II. 

j 

The Authorities Justify the Grant of the Writ. 

i 

i 

No case has been cited by the Commissioner 'sus¬ 
taining his contention. None could be cited since puch 
a holding would be utterly repugnant to the statutes. 

Moreover, such sweeping authority would vitiate 
Sections 4909, 4911, and 4915 R. S. It would enable the 


i 
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Commissioner at anv time, and under anv circum- 
stances, to arbitrarily destroy an applicant’s right to 
an appeal, by refusing to enter an amendment. 

In Holloway, Commissioner of Patents, v. Wliitely, 
supra , the United States Supreme Court did find man¬ 
damus would lie to compel the Commissioner to enter 
and receive an application for Letters Patent. A stat¬ 
ute under consideration in that case in part reads: 

“The Commissioner shall make or cause to be 
made an examination of the alleged new invention 
or discovery, * * V’ 

The statute controlling the case at bar 1 likewise pro¬ 
vides that the Commissioner shall order a re-examina¬ 
tion of the case. Neither statute gives the Commis¬ 
sioner any discretionary power. 

In defining and limiting the power of the Commis¬ 
sioner in the cited case, the Supreme Court made this 
pertinent statement: 

“The Commissioner says in his answer to the 
rule, that he could not examine the application be¬ 
cause none had been filed in the Patent Office, 

* # * 

“The relator had done all in his power to make 
his application effectual, and had a right to coyi- 
sider it properly before the Commissioner. 

“It was so. If it was not, a mandamus would 
clearly lie to compel the Commissioner to receive 
it. It was his first duty to receive the application 
whatever he might do subsequently. Without this 
initial step there could be no examination and, 
indeed, no rightful knowledge of the subject on his 
part. Examination and the exercise of judgment, 
with their proper fruit, were to follow, and they 
did follow.” 


i Section 4903 R. S. 
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It necessarily follows that if the Commissioned must 
enter and consider an application for Letters patent 
under the statute construed in the Wliitelv case, he 
must likewise enter and consider an amendment! under 
Section 4903, R. S., where, as here, that ameridment 
was presented after the first rejection by the Pijimary 
Examiner. | 

In the cited case, the Supreme Court in announcing 
the principles governing mandamus against the; Com¬ 
missioner of Patents, said: 

i 

i 

4 4 The principles of law relating to the remedy 
of mandamus are well settled. 

4 4 It lies where there is a refusal to perform a 
ministerial act involving no exercise of judgment 
or discretion. 

“It lies also ichere the exercise of judgment and 
discretion are involved and the officer refuses to 
decide, provided, that if he decided , the aggrieved 
party could have his decision reviewed hy another 
tribunal.” J 

I 

It is not, and cannot, be denied that the statutes give 
an applicant the right of an appeal from an adverse 
decision, and it is not, and cannot be denied the refusal 
to decide issues presented by amendment is a complete 
denial of that right. 

In Shoemaker v. Robertson , supra , this Court clparly 
indicated mandamus, not an appeal, was the pfoper 
remedy to compel the Commissioner to enter and, con¬ 
sider an application for Letters Patent , regardless of 
how irregular he might conceive it to be. This Cjourt, 
after refusing to entertain an appeal from the action 
of the Commissioner refusing to receive and consider 

I 

j 

i 

i 
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what he stated to be an informal application, made the 
advisory remark: 

“In the present case, the Commissioner did not 
reject the application on the merits; he refused to 
consider it at all. 

“As to the proper remedy , if any, sec Steinmetz 
v. Allen, 192 U. S. 543 * * 

In Steinmetz v. Allen, 192 U. S. 543, the U. S. Su¬ 
preme Court held the Commissioner could not, in the 
exercise of his discretion, refuse to adjudicate a ques¬ 
tion of division. It held mandamus was the proper 
remedy to compel the Commissioner to decide whether 
certain apparatus and method claims could be joined 
in a single application. In reaching this conclusion, 
the Court said: 

“It is manifest that if an appeal cannot be com¬ 
pelled from the decision of the Primary Examiner, 
an applicant is entirely without remedy * * 

“It was the dutv of the Primary Examiner to 

* * 

accord a hearing, or refusing to do so, grant an 

appeal.’’ 

The determination of the Commissioner in the case 
at bar not to enter and consider applicant’s amend¬ 
ment, is but a notification to the applicant of the denial 
of his day in court, regardless of what he might be 
able to establish. In Steinmetz v. Allen, supra, the 
Supreme Court found the Commissioner did not enjoy 
this authority, saying: 

“Such a rule is not the exercise of discretion; 
it is a determination not to hear. No inventor can 
reach the point of invoking the discretion of the 
Patent Office. He is notified in advance that he 


will not be heard, no matter what he might b$ able 
to show.” 

* * * * * * • ; • 

“The Commissioner of Patents is primarily 
charged with granting and issuing patents. 1 Ap¬ 
plications for patents are made to him (Sec.;4888, 
Revised Statutes, U. S. Comp. Stat. 1901) arid his 
superintendence should be exercised to secure the 
rights which the statutes confer on inventors. The 
first of those rights is a hearing. If that be denied 
other rights cannot accrue.” 

If the Commissioner refuses to enter and consider 
an amendment responding to a new ground of rejec¬ 
tion, he may be compelled to do so by mandamus. 
Under the statute the applicant must be given the fight 
of hearing. Without that right appeal by an aggrieved 
party is circumvented. This was fully recognizejd by 
the Supreme Court in Steinmetz v. Allen, supra, where 
it was said: j 

“Besides, what would there be to review if the 
order of the primary examiner were complied with 
and the claims put into separate applications V 9 

I 

Manifestly, the statutory right of appeal fronji an 
adverse decision could at any time be denied an appli¬ 
cant by the Commissioner if he be given the sweeping 
and unprecedented authority he now seeks. 

I 

m. 

The Patent Office Decisions Uniformly Hold an Appli¬ 
cant Has the Right to Amend After the Teraiina- 
tion of an Interference. 


The right of an applicant to amend following; the 
termination of an interference has never been denied 
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bv the Patent Office. The case at bar is the first in- 
* 

stance of which we are aware where any Commissioner 

has decided to the contrary, and it is the first case in 

which anv Commissioner has asserted the statutes 
* 

clothed him with the right to refuse to enter any 
amendment at any stage in the prosecution of an appli¬ 
cation. 1 

Time and again the Patent Office has ruled to the 
contrary. In ex parte Harvey, 102 0. G. 621, (1902) 
in holding the Commissioner had no such authority, 
said: 


44 This is a petition from the action of the Primary 
Examiner refusing to enter a proposed amend¬ 
ment filed after the determination of an interfer¬ 
ence in which the petitioner is the defeated party. 

* • * 

4 ‘Rule 132 merely provides for the final rejec¬ 
tion of the claim involved. That claim must, if it 
is insisted upon by the applicant, stand as finally 
rejected; but in view of the fact that but one action 
has been taken against it it may be amended in 
order to avoid the ‘reason for rejection’, or, what 
is the same thing, it may be canceled and a new 
and different claim presented in lieu thereof.” 

Again in the case of ex parte Greater, 116 0. G. 596, 
(1905) the Commissioner said,— 

4 4 It appears that the petitioner was involved in 
an interference in which the decision upon the 
question of priority of invention was adverse to 
him . * * * The question here presented is not 
whether these new claims are such as mav be al- 
lowed to the petitioner, but is simply whether he 
is entitled to amend after the interference in the 
effort to secure allowable claims. Before the dec- 


i Com. Brief, p. 12. 
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laration of the interference the claim constituting 
the issue was regarded as allowable; but the! pro¬ 
ceedings in the interference established the bar of 
prior invention by another against such claim. 
This bar was therefore a new reason for rejection 
discovered and cited against the claim. Under the 
well established principle of practice in this Office 
the petitioner ivas entitled to amend in an effort 
to avoid this new ground of rejection.” 

! 

In ex parte Klepetko, 126 0. G. 387 (1907), the Com¬ 
missioner also said,— 

7 i 

I 

“He takes the position that the withdrawal of 
the application from issue was ‘for the purpose 
of declaring an interference only,’ and that while 
the further prosecution of the case is not closed 
by the interference, neither is it reopened thereby. 

“The position of the Examiner is considered 
untenable. In my decisions in the cases of ex parte 
Harvey (C. D. 1903; 21; 102 0. G. 621) ancjl ex 
parte Greater (C. D. 1905, 167; 116 O. G. 596) 1 
held that an applicant is entitled to amend after 
the termination of the interference in an effort to 

secure allowable claims.” 

• ! 

The application of the foregoing cases to the case 
at bar is manifest. They hold squarely that the Com¬ 
missioner does not have the authority to do whati he 
has done in this case. It is this “well established prin¬ 
ciple of practice”, consistent with the statutes and jthe 
decisions, that the Commissioner now seeks to repu¬ 
diate. This established practice has not been ques¬ 
tioned in the Patent Office since 1907, until the present 
case. I 


! 

i 
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IV. 

The Age of Appellee’s Application, or the Length of 
the Amendment, Does Not Justify the Commis¬ 
sioner’s Refusal to Enter the Amendment. 

Appellant frequently refers to the long pendency of 
appellee’s application. 1 He seeks to create the im¬ 
pression that appellee has been most dilatory in the 
prosecution of its case, and as a penalty for this dila¬ 
tory conduct, the arbitrary refusal to enter the amend¬ 
ment is justified. The entire argument is obviously ir¬ 
relevant to any issues involved, and but an attempt to 
breathe an equity into appellant’s case. 

The duration of the pendency of the application is 
of no consequence, provided the statutory right to 
amend exists. The statutes alone are to be construed 
in the determination of this issue, not the duration of 
the pendency of the involved application. If the power 
sought is vested in the Commissioner, it could be ex¬ 
ercised in any application pending for but six months 
or one vear. 

The responsibility for the long pendency of the in¬ 
stant application may, however, be charged largely to 
the Commissioner, not to the applicant. The applica¬ 
tion was originally filed on December 18, 1923, and al¬ 
lowed May 21, 1932. During its pendency it received 
eight official actions. In five of the eight actions new 
art or new reasons of rejection were advanced by the 
Office. The repeated citation of new art, or the re¬ 
liance on new reasons of rejection manifestly pro¬ 
longed the prosecution of the case and are acts at least 
in part chargeable to the Commissioner. 

As stated, after the issuance of the Lake, et al, pat- 


1 Appellant’s Brief, pp. 3-5 and 19. 
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ent, certain claims were presented by appellee aiid an 
interference demanded. The Primary Examined, act¬ 
ing under the authority of the Commissioner, al\owed 
these claims to appellee. What next happened?! The 
claims originally allowed by the Primary Examiner 
were then for the first time refused bv another tribu- 
nal of the Patent Office. It flatly disagreed with the 
holding of the Primary Examiner. This manifestly 
prolonged the prosecution of the application, but the 
delay is chargeable to vacillations on the part of the 
Office. 

(a) The length of the proposed 
amendment is immaterial. 

Much is said by the Commissioner concerning the 
length of the proposed amendment. 1 This is likewise 
immaterial. The invention involved is of a complicated 
nature, and the enlargement of the specification is en- 
tirelv legitimate and has been necessitated bv the re- 
jection made in the interference proceeding. IThe 
amendatory matter includes subject matter taken from 
cross referenced patents constituting a part of| the 
prior art. It is well settled that such amendments! are 
proper and legitimate." 

The amendment also insists upon the allowance of 
the rejected claims when construed in the light of the 
amended specification which obviously supports them. 
The assertion by the Commissioner that appellee can¬ 
not benefit on the appeal in reference to the rejected 
claims by virtue of the amendments to his specifica¬ 
tion 3 is in the teeth of established authorities. It has 
— 

1 Commissioner’s Brief, pp. 16-17 and 20. 

2 Carnegie Steel v. Cambria Iron Works, 1S5 U. S. 403. 

3 Brief, p. 17. 
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long been settled that the claim of a patent must be 
construed or interpreted in the light of the specifica¬ 
tion. Hence the inclusion of the amendment to the 
specification vitally affects appellee’s right to make the 
rejected claims. 

Moreover, the amendment denied entry by the Com¬ 
missioner presented other and new claims , asserted 
for the first tim^ to overcome a first rejection made by 
the Primary Examiner. Manifestly, the statute gives 
the applicant this right of re-examination following a 
first rejection. 


V. 

The Statutes Give the Commissioner Ample Authority 
to Speedily Terminate the Prosecution of an Ap¬ 
plication, But if They Do Not This Presents a 
Legislative, Not a Judicial Question. 

Time and again the Commissioner contends he must 
be clothed with the power and authority he now seeks, 
to the end that he may promptly terminate the prose¬ 
cution of a pending application. This contention is 

fallacious and is irrelevant to anv issue here involved. 

•/ 

It is fallacious for the reason that the statutes if 
properly administered, do vest in the Commissioner 
ample power and authority, to bring the prosecution 
of any application to a close with the most reasonable 
dispatch. 

Significantly, throughout the Commissioner’s brief 
no reference is i)iade to Section 4909 R. S. and Patent 
Office Rule 133 predicated thereon. This statute and 
the rule enable the Commissioner with promptitude to 
finally reject any pending application and thus bring 
its prosecution before the Primary Examiner to a close. 
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This may be accomplished when any claim has! been 
“twice rejected” for the same reasons. Consequently, 
there is no merit in the Commissioner’s argument that 
unless he be given jurisdiction to refuse to ent0r an 
amendment at any stage in the prosecution of an ap¬ 
plication, he is powerless to close the prosecution of 
any case. i 

Moreover, if it be assumed, arguendo , that further 
and additional jurisdiction is necessary to enable the 
Commissioner to protect the interests of the public 
against the asserted vice, this presents a legislative — 
not a judicial—question . Such power as the Commis¬ 
sioner has is derived from the statutes as they now 
exist. He is bound by these statutes, and may not 
deny any applicant the benefits thereof, on the assump¬ 
tion that the statutes are unwise, or prejudicial tb the 
interests of the public. I 

In Overland Motor Company v. Packard Motor Car 
Company , 274 U. S. 417, the late Chief Justice ^aft, 
in speaking of an application for patent that hacj. re¬ 
mained in the Office for many years, said— j 

“A party seeking a right under the patent stat¬ 
ute may avail himself of all their provisions, and 
the courts may not deny him the benefit of a single 
one. These are questions not of natural (bent) 
but of purely statutory right. Congress, instead 
of fixing seventeen, had the power to fix thirty 
years as the life of a patent. No court can dis¬ 
regard any statutory provisions in respect to these 
matters on the ground that in its judgment they 
are unwise or prejudicial to the interests of the 
public.” 


The fact that the Commissioner may now think 
interests of the public demand that he should have 


the 
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power lie is seeking to properly conduct the business 
of his office is of no consequence. Obviously, this con¬ 
troversy centers exclusively around the meaning 
of the statutes now in force. 

VI. 

The Cases Cited in the Co mm issioner’s Brief Do Not 

Support His Contentions. 

A number of cases are cited in the Commissioner’s 
brief to establish the extent of his supervisory author¬ 
ity under the patent statutes. 1 These cases all strongly 
tend to defeat rather than to sustain the Commis¬ 
sioner’s view. 

Of course, decisions made by the Commissioner on 
issues committed by law to his discretion cannot be 
controlled by mandamus. Nor can this extraordinary 
remedy be invoked to reverse, modify, or review de¬ 
cisions made bv the Commissioner in the lawful con- 
duct of his office and from which an aggrieved party 
has an appeal. But appellee is not here seeking any 
such relief. It is invoking the writ of mandamus to 
compel the Commissioner to make a decision com¬ 
manded by laic, not to have this Court reverse, review, 
or modify a discretionary decision heretofore made by 
the Commissioner in the law fid discharge of his duties. 

The Commissioner mainly relies on Ewing v. Fowler 
Car Company, 244 U. S. 1, and Lang v. Moore, 37 Ap¬ 
peals D. C. 493, both of which are wholly inapplicable. 

In the first case, Ewing v. Fowler, mandamus was 
invoked to compel the Commissioner to declare an in¬ 
terference under Section 4904 R. S. In refusing to 
grant the writ, the court said— 


i Brief, pp. 9-10. 
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“The section, therefore, commits to the opinion 
(judgment) of the Commissioner the effect of an 
application upon a pending one, whether it will in¬ 
terfere with a pending one * * V’ 

i 

The controlling statute for that case authorizes the 
declaration of an interference when “in the opinion 
of the Commissioner” such a proceeding should be 
instituted. , 

Moreover, in the cited case, the writ of mandamus 
was denied because the petitioner had an adequate and 
complete remedy by an appeal in equity under Section 
4918 R. S. There the Commissioner did decide the 
matter in dispute and from his decision there wa;s an 
adequate legal remedy. In the case at bar, the Com¬ 
missioner refuses to decide, from which action there is 
no legal remedy. 

In Lang v. Moore, this Court, in denying the appli¬ 
cation for the writ, said,— 

“Mandamus cannot take the place of an ap¬ 
peal.” j 

There the aggrieved party had an adequate and com¬ 
plete legal remedy. 

Moreover, this Court did indicate in the cited ease 
that if there be such apparent dissimilarity between 
the claims in dispute as to indicate that the Commis¬ 
sioner had abused his discretion, mandamus might lie. 
But, in this case, as in Ewing v. Fowler Car Company, 
the Commissioner did make a decision and that deci- 

i 

sion was review T able on appeal, whereas, in the case at 
bar, he refuses to decide and in so doing circumvent^ an 
appeal. 

The remaining decisions relied upon by the Commis¬ 
sioner involve substantially the same facts. No case is 
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cited holding that mandamus does not lie to compel the 
Commissioner t b decide a question committed to him 
for decision, where an aggrieved party has a right of 
appeal from any decision he might make. In this re¬ 
spect, the case at bar fundamentally distinguishes from 
the precedents relied upon by the Commissioner. 

CONCLUSIONS. 

It is submitted that the decision of the Court below 
should be sustained and the writ of mandamus issued. 

Respectfully submitted, 

Charles M. Thomas, 

Attorney for Appellee. 

Samuel E. Darby, Jr., 

Floyd H. Crews, 

Chrysler Bldg., 

New York, N. Y. 

Of Counsel. 




